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DETAILED ACTION 

1 . This Final Office Action is in response to Applicant's reply, dated 3/24/2009, to a 
non-final Office Action. Claims 1 , 4, and 6-1 1 are pending. 

Claim Objections 

2. Claim 9 is objected to because of the following informalities: Spelling error: 
Claim 9, line 3, "form" should be -from--. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 9 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 9 recites the limitation "second guide disposed on the opposite side of the 
working unit from the first guide" in line 3. There is insufficient antecedent basis for this 
limitation in the claim. It is assumed that claim 9 should be dependent upon claim 8 
which recites a first guide and not claim 4. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 4 is rejected under 35 U.S.C. 102(b) as being anticipated by Muller (DE 
3739675 and English abstract, of record). 

3. Muller discloses a cutting device for plastic or metal articles. The apparatus 
comprises a seat unit (1), a cutting unit 6 which punches out a portion of the article 5 in 
a downward motion, and a working unit located below the seating unit (Abstract, Fig 1 .) 

4. Claim 4 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Wold 
(USP 2,364,334). 

5. Regarding claim 4, Wold discloses an apparatus for removing material from an 
article. The apparatus comprises a seat unit 19 on which the article is placed, a blade 
unit 37 (which cuts out pieces in a downward motion), and a working unit located below 
the seat unit (See Fig. 1). 

6. Although Wold does not teach that the apparatus is used to remove dissimilar 
material from a plastic product, such is a matter of intended use of the apparatus. 
Claims 4 and 8 are directed towards an apparatus and as such will be examined under 
such conditions. The material worked upon or the process of using the apparatus are 
viewed as recitation of intended use and are given no patentable weight (Please see 
MPEP 21 1 4 R1 -21 1 5 R2 for further details). The apparatus disclosed by Wold is 
capable of removing dissimilar material from a plastic product. 
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7. Regarding claim 8, Wold teaches that a chute 59 can be provided to direct the 
cut material to a collection box which is positioned beside the working unit (pg 3, col 1 , 
lines 14-18). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 



not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Muller 
(DE 3739675 and English abstract, of record) in view of Yutaka (JP 2002-137225). 

12. Muller discloses a method of removing a portion of a plastic article wherein the 
plastic product is placed on a seat unit (1) and a portion of the article is punched out 
with a blade unit moving downward (abstract, Fig 1). The working unit is located lower 
than the seat unit and blade unit (uses hydraulic system located in lower portion of 
cutting device, see Fig. 1 ). Muller does not expressly teach that the method is employed 
to remove dissimilar material; however, it is well known in the art to use cutting devices 
to remove a dissimilar material. For example, Yutaka discloses a method for using a 
punch cutting device for removing dissimilar material for the purpose of recycling 
(abstract). Thus, it would have been obvious to a person having ordinary skill in the art 
at the time of the invention to employ the cutting device of Muller to remove dissimilar 
plastic material. 

13. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wold (USP 2,364,334) in view of Muller (DE 3739675 and English abstract, of record) 
and Yutaka (JP 2002-137225, of record). 

14. Regarding claim 1 , Wold discloses a method for removing material from an 
article. The apparatus comprises a seat unit 19 on which the article is placed, a blade 
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unit 37 (which cuts out pieces in a downward motion), and a working unit located below 
the seat unit (See Fig. 1). 

15. Although Wold teaches that the apparatus is employed to cut metal articles, it is 
known that punch cutting apparatuses can be employed to cut different types of 
materials, including plastic articles. For example, Muller discloses that a punching 
device can be used to cut metal as well as plastic articles (abstract). It would have been 
obvious to a person having ordinary skill in the art at the time of the invention to employ 
the cutting method of Wold to cut other materials suitable for cutting, such as a plastic 
article. One would have been motivated to maximize the commercial application of the 
method of Wold to cut other well-known materials. 

16. The combination of Wold and Muller does not expressly teach that the method is 
employed to remove dissimilar material; however, it is well known in the art to use 
cutting devices to remove a dissimilar material. For example, Yutaka discloses a 
method for using a punch cutting device for removing dissimilar material for the purpose 
of recycling (abstract). It would have been obvious to a person having ordinary skill in 
the art at the time of the invention to employ the cutting device of Wold to remove 
dissimilar plastic material. 

17. Regarding claim 6, Wold teaches that a chute 59 can be provided to direct the 
cut material to a collection box which is positioned beside the working unit (pg 3, col 1 , 
lines 14-18). 
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18. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wold 
(USP 2,364,334) in view of Muller (DE 3739675 and English abstract, of record) and 
Yutaka (JP 2002-137225, of record) as applied to claim 1 above, and further in view of 
Argiropoulos (USP 5,787,751). 

19. Wold does not teach the use of a second chute and collection box. In the same 
field of endeavor of cutting apparatus involving chutes, Argiropoulos discloses an 
apparatus with two opposing chutes which direct cut material to alternate stations which 
are construed as collectors of the cut material. These stations perform further 
processing on the cut materials (abstract). It would have been obvious to a person 
having ordinary skill in the art at the time of the invention to provide a second chute and 
collection box as taught by Argiropoulos in the cutter of Wold for the purpose of 
directing the cut material for further processing. Regarding the claimed position of the 
second chute as being on the opposite side of the working unit, chutes of Wold and 
Argiropoulos provide inclined passages for the cut material to travel down under the 
force of gravity. Their position with respect to the working unit is a mere matter of 
engineering design choice and it would have been obvious to a person having ordinary 
skill in the art to place the chutes and collectors in appropriate positions to allow for their 
operation. 

20. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wold 
(USP 2,364,334) as applied to claim 4 above, and further in view of Argiropoulos (USP 
5,787,751). 
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21 . Wold does not teach the use of a second chute and collection box. In the same 
field of endeavor of cutting apparatus involving chutes, Argiropoulos discloses an 
apparatus with two opposing chutes which direct cut material to alternate stations which 
are construed as collectors of the cut material. These stations perform further 
processing on the cut materials (abstract). It would have been obvious to a person 
having ordinary skill in the art at the time of the invention to provide a second chute and 
collection box as taught by Argiropoulos in the cutter of Wold for the purpose of 
directing the cut material for further processing. Regarding the claimed position of the 
second chute as being on the opposite side of the working unit, chutes of Wold and 
Argiropoulos provide inclined passages for the cut material to travel down under the 
force of gravity. Their position with respect to the working unit is a mere matter of 
engineering design choice and it would have been obvious to a person having ordinary 
skill in the art to place the chutes and collectors in appropriate positions to allow for their 
operation. 

22. Claim 10 rejected under 35 U.S.C. 103(a) as being unpatentable over Wold (USP 
2,364,334) in view of Argiropoulos (USP 5,787,751) as applied to claim 9 above, and 
further in view of Hirose (USP 5,682,657). 

23. Wold does not teach that the seating unit is movable relative to the working unit 
in a horizontal direction. However, it is well known in the art to employ a movable 
seating unit for holding and positioning the article to be worked on. Hirose discloses a 
cutting device wherein the workpiece is mounted on a table (seating unit) which is 
movable in a horizontal direction relative to the cutting device (col 4, lines 3-11). It would 
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have been obvious to a person having ordinary skill in the art at the time of the invention 
to employ a movable seating unit as taught by Hirose in the apparatus of Wold for the 
purpose of providing a means to secure the workpiece to the apparatus while allowing 
for multiple cutting operations at different positions of the workpiece. The movable 
seating unit also allows for automated positioning of the workpiece with respect to the 
cutting device. 

24. Claim 1 1 rejected under 35 U.S.C. 103(a) as being unpatentable over Wold (USP 
2,364,334) in view of Muller (DE 3739675 and English abstract, of record), Yutaka (JP 
2002-137225, of record) and Argiropoulos (USP 5,787,751) as applied to claim 7 above, 
and further in view of Hirose (USP 5,682,657). 

25. Wold does not teach that the seating unit is movable relative to the working unit 
in a horizontal direction. However, it is well known in the art to employ a movable 
seating unit for holding and positioning the article to be worked on. Hirose discloses a 
cutting device wherein the workpiece is mounted on a table (seating unit) which is 
movable in a horizontal direction relative to the cutting device (col 4, lines 3-11). It would 
have been obvious to a person having ordinary skill in the art at the time of the invention 
to employ a movable seating unit as taught by Hirose in the apparatus of Wold for the 
purpose of providing a means to secure the workpiece to the apparatus while allowing 
for multiple cutting operations at different positions of the workpiece. The movable 
seating unit also allows for automated positioning of the workpiece with respect to the 
cutting device. 
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Response to Arguments 

26. Applicant's arguments with respect to claims 1 and 4 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

27. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Herb et al. (USP 4,089,244). 

28. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT DYE whose telephone number is (571)270- 
7059. The examiner can normally be reached on Monday to Friday 8:00AM to 5:00 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph S. Del Sole can be reached on (571)272-1 130. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RCD 



/Joseph S. Del Sole/ 
Supervisory Patent Examiner, Art Unit 1791 



